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DETAILED ACTION 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 12-15 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Knurr (6,1 05,660) in view of Rotter et al (5,351 ,664). 

Knurr discloses a cooling device comprising a cooling unit (43) through 
which a fluid to be cooled, in particular hydraulic oil (oil cooler 14), can flow, the 
unit having a device housing (Fig. 1 ) and at least one filter unit (39) for filtration of 
the fluid, characterized in that the device housing (Fig. 1 ) of the cooling unit (43) 
has at least one overhanging support arm (Figs. 4 and 5), via which the 
respective filter unit (39) is connected to the cooling unit (14) to carry fluid, the 
overhanging support arm (Figs. 4 and 5) is provided with a cover part (Figs. 4 
and 5) via which the filter housing (39) with at least one filter element (39) as the 
respective filter unit (39) can be connected to the cooling unit (13) to carry fluid, 
the cooling unit (14) is made as a plate-shaped finned radiator (Fig. 5), the filter 
unit (39) is located in the direction of flow of the fluid downstream (col. 4, lines 1- 
8) from the cooling unit (14), the filter unit (39) being held by the overhanging 
support arm (Figs. 4 and 5) which extends along the longitudinal side of the 
finned radiator, and a box-shaped housing structure (Fig. 1), with two longitudinal 
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sides, two transverse sides and one front and one rear side (Figs. 1 and 2) and a 
fan blower (56 in Fig. 2) integrated into the front side. 

Knurr does not state whether the box-shaped structure is composed of 
sheet metal parts. However, sheet metal is a conventional material for making 
housings for use in hot environments. It would have been obvious to one of 
ordinary skill in the art to make the box shaped structure of sheet metal in the oil 
cooler of Knurr, the motivation being to make the housing heat resistant. 

Knurr does not disclose first and second fluid guides extending laterally 
next to one another in the support arm. Rotter et al disclose first and second 
fluid guides extending laterally next to one another in the support arm of a filter 
element (see Figs. 3 and 4). It would have been obvious in view of Rotter et al to 
provide first and second fluid guides extending laterally next to one another in the 
support arm of the filter element of Knurr, the motivation being to provide easier 
connection of the fluid lines. 

3. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Knurr 
(6,105,660) in view of Rotter et al (5,351 ,664) and further in view of Habiger et al 
(5,374,355). 

Knurr in view of Rotter et al discloses a cooling unit having the claimed 
structure, with the exception of the oil filter having a cover part being provided 
along a retaining ring with an inside thread via which the pot-like filter housing 
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with an outside thread on its edge-side opening region can be screwed into the 
cover part. 

Habiger et al discloses an oil filter (Fig. 1) in which the cover part (10) is 
provided along a retaining ring with an inside thread (at 12) via which the pot-like 
filter housing (13) with an outside thread (at 12) on its edge-side opening region 
can be screwed into the cover part (10). 

It would have been obvious in view of Habiger et al to use a screw thread 
secured structure for the oil filter of Knurr in view of Rotter et al, the motivation 
being to make the filter cartridge easily replaceable. 

4. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Knurr 
(6,105,660) in view of Rotter et al (5,351,664) and further in view of Pohl et al (DE 100 
09 864)(equivalent to US 2003/0146147 cited by applicant, but with earlier publication 
date). 

Knurr in view of Rotter et al discloses a cooling unit having the claimed 
structure, with the exception of a fouling indicator on the oil filter. 

Pohl et al discloses an oil filter (32 in Fig. 6) having a fouling indicator (col. 
4, line 30). 

It would have been obvious in view of Pohl et al to use a fouling indicator 
for the oil filter of Knurr in view of Rotter et al, the motivation being to indicate 
when the filter cartridge needs to be replaced. 
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5. Claims 1 6-20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Knurr (6,105,660) in view of Rotter et al (5,351,664) and further in view of Goates 
(5,513,732). 

Knurr in view of Rotter et al disclose a cooling unit having the claimed 
structure, with the exception of a check valve and a thermo bypass valve. 

Goates discloses a cooling unit having a check valve and a thermo bypass 

valve. 

It would have been obvious in view of Goates to use a check valve and a 
thermo bypass valve with the cooling unit of Knurr in view of Rotter et al, the 
motivation being to provide improved control of the cooling process. 

6. Claim 12 is objected to because of the following informalities: In claim 12 at line 
4 "on" should be "one". Appropriate correction is required. 

7. Applicant's arguments filed 29 July 2008 have been fully considered but they are 
not persuasive. Applicant argues that Knurr does not disclose an overhanging support 
arm because the support arm is constituted by a fitting. However, the fitting is in the 
form of an arm and supports the filter housing and thus is considered to be a support 
arm. It overhangs the filter housing and thus is considered to be overhanging. The 
applicant argues that Knurr does not disclose the cover part formed as part of the 
support arm. However, Knurr shows the support arm and the filter housing coupled 
together, which is considered sufficient to meet the language "formed as part of. The 
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applicant argues that the Habiger cover part is not part of a supporting arm. However, 
Habiger shows the cover being connected to a support. See item 11 in Fig. 1 . 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Teresa J. Walberg whose telephone number is 571-272- 
4790. The examiner can normally be reached on M-F 8:00 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Teresa J. Walberg/ 

Primary Examiner, Art Unit 3744 

/TVW 



